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Amendments presented in the Reply of March 29, 2007 are acl<nowledged. 
Claims 9^22 are currently pending and under examination herein. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 9, 1 1 , 13 and 15-22 stand rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 7025851 to Caster et al ("Caster"). 

The basis of the rejection and the examiner's position regarding the applied art 
are adequately set forth in the previous Office action and that explanation is 
incorporated herein by reference. 

Applicants' arguments filed March 29, 2007, have been fully considered but are 
not persuasive of error in the repeated rejection. 

Noting that the genus of norbornene monomers taught to be useful in Caster 
includes Formula A through Fomnula D and Fomnula F, which is said to embrace 
millions of possible compounds, and that none of the exemplified embodiments of 
Caster are encompassed by the inventive polymerizable composition, applicants 
contend the artisan is not provided enough guidance to sift through all of the possible 
norbornene monomers of Fomiulae A-F to pick out one having a monovalent 
substituent group having an aliphatic carbon-carbon unsaturated bond, as presently . 
claimed. Applicants further assert that the examiner has appeared to have analyzed the 
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facts in a similar fasliion to that which has been forbidden by In re Baird, 29 USPQ2d 
1550 (Fed. Cir. 1994). (Reply, pp. 8-9.) 

Issue is taken with this position because, unlike Baird, here it is not necessary to 
select certain specific variables from the generic formulae of Caster in order to arrive at 
a norbornene monomer as claimed: 5-vinyl-norbornene, a species of applicants' 
claimed cycloolefin, is named in Caster as an exemplary substituted norbornene 
monomer. See the exemplary monomers enumerated in column 6, lines 50 et seq., 
which include 5-vinyl-norbornene and ethylidene norbornene (ENB), the principal 
metathesizable monomer used in at least two working examples of Caster (Table 22, 
penultimate entry in cols. 55-56 and final entry at the top of col. 57). The close 
structural relationship (as position isomers) of these cycloolefins coupled with their 
listing as alternative monomers would have led an ordinarily skilled practitioner to utilize 
the former in lieu of ENB in the metathesizable composition of Caster. The motivation 
to do so stems from the expectation that compounds so closely related in structure 
would be expected to possess similar properties, including similar reactivity as 
metathesizable monomers in the Caster composition. 

In further contrast to the fact situation in Baird, where the Court found that the 
reference taught away from selection of bisphenol A by focusing on more complex 
diphenols [Baird, 29 USPQ2d at 1522], here the focus of the reference is on structurally 
analogous monomers such as 5-ethylidene-2-norbornene as evidenced by the cited 
working examples of Caster. 
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Applicants further urge that test data presented in the table on page 37 of the 
Specification amounts to evidence of nonobvlousness of the present invention. 

Examiner disagrees. The cited table presents a comparison of inventive 
Examples 1 and 2, which include 3.3 and 4.7 mole % 5-vinyl-2-norbornene, 
respectively, with Comparative Example 1 , containing 0 mole % 5Tvinyl-2-norbomene. 
However, the closest exemplified embodiments of Caster employ mixtures of 5- 
ethylidene-2-norbornene, a position isomer of 5-vinyl-2-norbornene, and norbomadiene 
at a mass ratio equating to mole percentages within applicants' claims (as noted in the 
prior action at p. 3, bridging paragraph), as to which no direct comparison has been 
made. Further, applicants have neither shown nor asserted that Comparative Example 
1 is sufficiently similar to the closest embodiments of Caster as to pemiit a conclusion 
respecting the relative effectiveness of the applicants' claimed composition and the 
compositions of the closest prior art. See In re Payne. 203 USPQ 245, 256 (CCPA 
1979) (comparative testing must be sufficient to pemnit a conclusion respecting the 
relative effectiveness of applicant's claimed compounds and the compounds of the 
closest prior art). Nor have applicants explained why any difference in properties 
actually obtained may be validly extrapolated to polymerizable compositions throughout 
the scope of the claims, which encompass cycloolefin mixtures containing as little as 0.1 
% by mole of the specified cycloolefin, and would be regarded as unexpected by those 
of ordinary skill in the art. 

Relying on a graphical illustration comparing polynorbornene prepared from 5- 
ethylidene-2-norbornene using the Caster polymerization and polynorbornene prepared 
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from 5-vinyl-2-norbornene as per the present invention (Reply, p. 11), applicants assert 
that the vinyl pendant group is much easier to crosslink that the ethylidene pendant 
group of Caster. 

However, insofar as the graphical presentation is intended to demonstrate 
nonobviousness, examiner notes that statements in the remarks section of a reply are 
not evidence and must be supported by an appropriate affidavit or declaration. See 
MPEP 716.01 (c)(ll). No objective evidence has been proffered to substantiate the 
asserted difference in crosslinkability between the polynorbornene of Caster and that of 
the present invention, and unsupported statements as to the former being "Hard to 
Crosslink" and the latter "Easy to Crosslink" are not evidence of unobviousness. In fact, 
it is unclear what the subjective terms "hard" and "easy" signify in terms of the 
magnitude of any difference in crosslinkability attributable to location of the pendant 
double bond. 

Claims 9-22 stand provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-7 of copending 
Application No. 10/567,782 in view of Caster et al. 

The conflicting claims are maintained as patentably indistinct when the invention 
claimed in the copending application is considered in light of the teachings of Caster as 
detailed above and in the prior Office action. 
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Applicants' arguments filed March 29, 2007, have been fully considered but they 
are not persuasive. 

Contrary to applicants' contention, the amendment made to the claims of the 
copending 782 application does not eliminate the double patenting issue, since the 
amended claims recite a weight range consistent with the presence of a chain transfer 
agent in the presently claimed composition (cf., claim 10 herein). Further, as to 
applicants' request that the examiner let the first case go to issue and deal with the 
double patenting issues in the remaining case, such action is appropriate with respect to 
the eaAf/er/y/ed of the two copending applications. See MPEP 804(I)(B)(1). The 782 
application having an earlier US filing date than the instant application and otherwise 
being in condition for allowance, the examiner has withdrawn the provisional 
obviousness-type double patenting rejection in that application and will address the 
double patenting issue in the present application. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent In the United 
states. 

Claims 9, 11. 13, 14, 20 and 21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by EP 0423521 A1 ("Endo"). 
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Endo discloses molded specimens obtained by reaction-injection molding 
monomer compositions comprising a specific metathesis polymerization catalyst, a 
solution of 80/20 (mol %) dicyclopentadiene (DCP)/5-styryl norbornene (SNB) and 
dichlorodiphenylmethane (see page 8, 14-23 and Table 1, Example 2). From the 
depicted structure (page 5, II. 40-45), SNB is seen to possess a monovalent group 
"including" an aliphatic carbon-carbon unsaturated bond at the terminal thereof, viz., 
vinylphenyl as recited in claim 21 and embraced by claims 9, 1 1 , 13, 14 and 20. 
Further, dichlorodiphenyl methane is described in Endo as a compound "capable of 
generating a radical by the redox reaction" (page 4, II. 31-40), and as such, qualifies as 
a "radical generating agent" as recited In independent claims 9 and 20. Accordingly, the 
prior art of Endo is found to disclose a polymerizable composition comprising the 
requisite components of the applicants' composition as claimed. 

In view of the new ground of rejection, this action is made non-final. 

Any inquiry conceming this communication or eariier communications from the 

examiner should be directed to Examiner F. M. Teskin whose telephone number is 

(571 ) 272-1 116, The examiner can normally be reached on Monday through Thursday 

froni 7:00 AM - 4:30 PM, and can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu, can be reached on (571) 272-1114. The appropriate fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 
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